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Response To Applicant's Amendments 

First, this Office Action replaces the last Office Action inadvertently issued and mailed 
by the Office. 

Second, the Examiner approves the Applicant's amendments to the claimed invention. 

Response To Applicant's Arguments 

Applicant's arguments with respect to the claims have been fully considered, but are 
moot in view of the new grounds of rejection. And a^Bfe-Final Office Action is presented 
below. 

DETAILED ACTION 
Specification 

Claim Status 

Claims 1-22 are currently pending in the Instant Application. 

General Comments 

It appears, based on the specification and/or the drawings, that all non-user members, 
low-user members and regular-user members need improvement or need to improve their current 
status as current members of the health club. Further, it appears that the non-user members can 
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be categorized under either the low-user member category (infrequent-member category) or 
regular-user member category or segment (frequent-member segment). 

Additionally, the specific messages or data content, recited in at least the independent 
claims, printed in the e-mails or electronic communications and sent to a group of users within a 
particular segment constitute a non-functional descriptive material, and hence, they do not carry, 
as far examination is concerned, any patentable weight. 

Indeed, claims 1, 12, 21 and 22 introduce the printing of different and specific data 
content in the generated e-mails or electronic communications sent to the members of the 
different segments. However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the method (or structurally programmed) steps 
recited therein. Here, the steps of generating and sending e-mails, having imprinted thereon such 
specific data content, would be achieved in the same manner regardless of the type of data 
content printed or displayed in the sent e-mails or electronic communications. 

Hence, this descriptive material will not distinguish the claimed invention from the prior 
art in terms of Patentability. See In re Gulack, 703 F.2d 1381,217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). Such data content does not 
functionally relate to the method steps and the subjective interpretation of the data content does 
not patentably distinguish the claimed invention over the prior art (See also MPEP 2106.01 [R- 
5]). The latter findings are well within the level of skills of an ordinary practitioner. 



Claim Objections 

Claims 1, 12, 21 and 22 are objected to because of the following informalities- 



Application/Control Number: 09/900,675 



Art Unit: 3622 



Page 4 



In claims 1,12, 21 and 22, "said message comprises" should apparently be - -said 
messages comprise—. 

In claims 1, 12, 21 and 22, "the member's level of attendance" should apparently be - -a 
member's level of attendance—. 

Appropriate corrections are required. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1, 2, 5, 9, 12, 13, 15, 17, 18, 21, 22 and 3, 4, 6-8, 10, 11, 14, 16, 19, 20 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Deaton, US Patent 6, 516, 302B1. 

As per claims 1, 2, 3, 5, 9, 12, 13, 15, 17, 18, 21 and 22, Deaton et al teach a system for 
providing selective incentives to a customer if and only if the customer's shopping history or 
transaction history or purchase history meets some predetermined criteria, such as demographics, 
recency of purchase data, frequency of purchase data, volume purchase data, timing of purchases 
or purchase cycle data, brand loyalty data, coupon redemption data and customer price 
sensitivity data and infrequent purchase data, as set forth by a retailer. Upon analyzing the 
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shopping history data or purchase history data using a program subroutine or any conventional 
data mining technique, a decision is made, subsequent to determining that the customer's 
purchase habits or pattern or tendencies or generating the customer's profile, on whether or not 
the said customer should receive a selective incentive and/or be targeted for a particular, product 
promotion (transmitting customized promotional messages to targeted respective members based 
on their purchase history including frequency or "infrequency" (attendance monitoring) of visits 
to the participating stores). 

In general, Deaton teaches a system for distributing unique product incentives or coupons 
of different values to targeted customers, based on the purchase history of the customers 
including frequency of shopping or infrequency of shopping (the number of times a customer 
visits a store or a shop within a network of stores during a specific period of time), purchase 
tendency, volume purchase and so and so forth, to thereby encourage, for example, infrequent 
customers to visit the stores more frequently (maintaining a level of attendance or participation) 
and spend more money and frequent or regular customers to maintain their current level of 
participation (transmitting specific promotional messages to targeted group of infrequent or 
frequent customers at the POSes or by mail based on their level of attendance). 

In one embodiment, Deaton teaches a system to determine whether or not a customer is 
categorized as a frequent (regular) customer or an infrequent customer (low-user member, non- 
user member) and, based on this determination, what type of coupon and coupon incentive level 
to store for the identified customer in a database or to transmit to the customer frequent shopper's 
card (transmitting electronic coupons) (mark the customer's account to receive, for example, 
Coupon "A" coupons or Super "A" coupons). The customer's visits (attendance) to the network 



Application/Control Number: 09/900,675 Page 6 

Art Unit: 3622 

of stores is closely monitored for a specific period of time, for example during an eight-week 
period (weekly frequency), and if the customer's attendance during the eight-week period falls 
within a preset or predetermined or acceptable limit or value, the customer is said to be a 
frequent customer (regular-user member) or otherwise the customer is an infrequent customer 
(low-user member, non-user member). If, for instance, a frequent customer made two (2) visits to 
the network of stores in the prior eight-week period, then the customer is qualified to receive at 
least one Coupon "A" coupon, redeemable on a particular product or service, at coupon incentive 
level 2 for visiting the network of stores twice in the last eight weeks (figs. 19-20, 25, 27-29 and 
46B). However, if the customer's visits (visiting the stores to conduct transactions) to the 
network of stores during the certain period of time falls outside a preset or predetermined range, 
the customer is said to be an infrequent. Here, Deaton discloses a plurality of steps to convert an 
infrequent customer into a frequent customer, as shown in fig. 27. One of the steps or methods 
calls for providing a Coupon "A" (of higher value) to the infrequent customer so as to entice the 
infrequent customer to visit a store more often and spend more money in order to meet one or 
more shopping criteria. For instance, if the infrequent customer did not visit any store at all in the 
last eight weeks (so-called non-user or low user), he is qualified for a Coupon "Al" (coupon A 
and level 1, the highest level for Coupon "A"). The infrequent customer's response or 
performance, following the transmitting or the issuance of at least one Coupon "A" coupon or 
electronic coupon redeemable on a particular product, is closely monitored or tracked. In other 
words, the system tracks whether or not the infrequent customer uses or redeems the at least one 
Coupon "A" coupon. If the infrequent customer fails to respond to the at least one Coupon "A" 
coupon (Coupon "A" program), then the infrequent customer is given at least one Super "A" 
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coupon (heavier than a Coupon "A" coupon) in an effort to cause the infrequent customer to 
change his behavioral pattern. If the Super "A" program is successful, that is the infrequent 
customer redeems the at least one Super "A" coupon, then the customer will receive at least one 
Coupon "A" coupon with a lower value. 

Fig. 27 illustrates the method of and system for tracking infrequent shoppers (low users 
or rare users) such that a Coupon "A" may be generated and issued to the customer. Coupon "A" 
is defined as "coupons to incent what has been determined to be an infrequent shopper, that is a 
shopper who fails to meet predetermined shopping criteria" (attendance criteria). For example, 
the criteria may be a set of a predetermined number of shopping visits in a predetermined time 
(consistency in attendance for a period of time). If the customer, as shown in fig. 27, fails to meet 
the required number of shopping visits, he/she is determined to be an infrequent shopper (low 
user) and Coupon "A" may be used to incent that shopper. Coupon "A" provides greater coupon 
incentives than are provided to regular (frequent) customers who are more frequent shoppers. 
Although an infrequent shopper has been herein described as a customer failing to meet previous 
shopping criteria, the infrequent shopper may also be defined as a customer meeting 
predetermined infrequent shopping criteria, that is by not having visited a store, within the store 
network, in a predetermined time in a predetermined time interval low user or rare or occasional 
user). The flow chart in FIG. 27 also illustrates the generation of Super "A" Coupons to an 
infrequent shopper who has been previously targeted for marketing but has failed to respond 
(rare or occasional user or customer). 

In other words, Coupon "A" (for Absence ) is used by the system to identify shoppers 
that are determined to be infrequent (low users) for being absent during a certain of period of 
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time. A Super "A" coupon is provided to an infrequent shopper (occasional or rare user) who 
fails to respond to a Coupon "A" and has been absent for a long period of time. In general, each 
store tailors and stores a definition of the infrequent and frequent shopper and a program to 

incent them is stored on-line. An infrequent shopper is determined based on dollars spent in the 

✓ 

prior specified number of days (visits) or an attendance record related to weekly attendance in 
the prior specified number of weeks. The generated incentive or product promotion (specific 
advertising message) may be mailed to the infrequent or frequent shoppers, printed at the POSes 
or electronically encoded on the shoppers' frequent cards. 

Moreover, Deaton teaches a system for electronically distributing or transmitting specific 
product promotions (or advertisements) to targeted customers at the POS or by mail, based on 
their profile including their level of attendance, wherein the customers are classified as frequent 
(regular) customers, infrequent (occasional or low) customers, etc., according to their level of 
participation, thereby encouraging the infrequent customers to increase their level of 
participation to become frequent customers and the frequent customers to maintain their current 
level of participation. 

In addition, Deaton further teaches that incentives may be used to lay out future coupons 
such that incentives are decreased or increased, based on a customer's reaction to the incentive 
program, in order to have a customer maintain required levels of spending or change an existing 
behavioral pattern or continue an existing behavioral pattern as determined by his purchase 
history. To this end, the subsequent performance of the customer is being monitored or tracked 
by the system to determine whether or not the customer redeems or uses one or more transmitted 
or issued coupons. Furthermore, the performance may also be tracked at a product level, 
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department level or at a store level. The system will, based on the above tracking or 
determination, change or vary (increment/decrement or increase/decrease) the one or more 
coupon values from a Coupon "A" coupons to Super "A" coupons and vice versa. 

Further, incentive and electronic register system 326 operates to generate a list of 
incentives (product promotions or promotional messages) that may be provided to a targeted 
customer utilizing customer personal computer 322 of fig. 48A. The particular incentives 
presented to a customer utilizing customer personal computer 322 may be determined according 
to a variety of techniques, including those described above, such as utilizing a customer's past 
purchasing history as a basis for generating incentives. The incentives are provided to web site 
324 of fig. 48A where, in one example, they are made available for viewing by the customer 
through customer personal computer 322 over a network. This provision of incentives may 
incorporate providing, for instance, HTML text for viewing by a user of customer personal 
computer 322. As another example, an electronic mail may be sent to an address associated 
with customer personal computer 322, or a user of customer personal computer 322, or 
other suitable customer (electronically transmitting specific messages, containing specific 
data content or coupon data and/or other texts, to specific groups of targeted users 
comprising frequent and infrequent customers-Col. 127: 4-21). 

Finally, it is understood here when customers or users first sign-up with the system, they 
are categorized or labeled as new customers or users for a certain period of time (initiation 
period) until enough customers' transaction data accumulated throughout the stores, after this 
sign-up or registration process, are collected therefrom and used by the system to categorize or 
label the customers as either frequent customers or infrequent customers. 
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(See Col. 59: 6 to col. 60: 5; col. 61: 35-67; col. 63: 1-20; col. 69: 18-60; figs. 14A, 15A, 
16A and 17A-B) and (Col. 80: 34 to coL 83: 19; col. 61: 35-47; col. 61: 63-67;fig. 58B). 

As per claims 1, 12, 21 and 22, although Deaton discloses providing customized 
incentives (by mail or electronic mail or online), to infrequent customers (non-users or low 
users) and frequent customers (regular customers) respectively such that the infrequent 
customers are encouraged to increase their level of activity or attendance level and the frequent 
customers to maintain their level of activity or attendance level at a specific store or throughout 
the network of stores, wherein the provision of the incentives incorporates providing HTML text 
message for viewing by the customers online and wherein an electronic mail or e-mail message, 
comprising at least a customized text message specifically directed to infrequent customers or 
frequent customers, is sent to e-mail addresses of the respective customers, however, Deaton 
does not expressly disclose that the content of the electronic text message transmitted to the 
infrequent customers (non-users, low users) comprises content selected from a text message 
consisting of indicating their level of attendance, asking the infrequent users (low-users or 
non-users) to identify obstacles preventing more frequent usage of the health club and 
exercise motivation tip , nor does he mention that the content of the electronic text message 
sent to the frequent users (regular users) consists of indicating their level of attendance and 
providing a wellness tip and that the content of the message sent to the new users consists of 
a text message welcoming them to the health club and offering a health club orientation. 

However, it is well documented in the art for a health club facility to provide various 
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incentives to club members in an effort to help the members stay fit. Identification cards, having 
identification data encoded thereon, are provided to the members to identify them at the health 
club facility and to track the members' activity or attendance level at the club. Member's records 
or information, such as past weight, are presented on the club equipment display to the members 
during use. 

Moreover, it is customary for a health club facility to send an invitation to prospects to 
come and try the club out for free for a limited period of time in an effort to recruit them as new 
members, while incentivizing existing members to continue patronizing the club and so on and 
so forth. Furthermore, before the so called "do not-call list" registry, telemarketers, including 
those working on behalf of health clubs, used to contact potential members and existing 
members and offer them incentives to cause them to perform certain functions or tasks. 
Moreover, health clubs continue to advertise to non-members (prospective users) and 
existing members by mailing out marketing literature to their home addresses using one or 
more available or generated mailing lists. 

Additionally, it is well known in the art to send e-mail messages, comprising texts and/or 
images , to one or more users (and/or potential users). 

It is also common practice to send a real-time or a delayed electronic message to a user 
who just signs in or registers for a service, wherein the message welcomes the user to the service. 
This practice is very popular in online registration conducted via web sites over the Internet. 

"Official Notice" 

Moreover, the content of the electronic messages, i.e. wellness tip, an interest survey and 
an offer for personal fitness instruction, welcoming message and so on sent to the users by the 
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health club facility is a matter of desires. In fact, two or more companies or health club facilities, 
implementing the present claimed system, may choose different text messages or marketing 
literature to achieve the same objective- retaining and increasing membership. 

In other words, the specific messages or data content, recited in at least the independent 
claims, printed in the e-mails or electronic communications and sent to a group of users within a 
particular segment constitute a non- functional descriptive material, and hence, they do not carry, 
as far examination is concerned, any patentable weight. 

Indeed, the claims (claims 1, 12, 21 and 22) introduce the printing of different and 
specific data content in the generated e-mails or electronic communications sent to the members 
of the different segments. However, these differences are only found in the nonfunctional 
descriptive material and are not functionally involved in the method (or structurally 
programmed) steps recited therein. Here, the steps of generating and sending e-mails, having 
imprinted thereon such specific data content, would be achieved in the same manner regardless 
of the type of data content printed or displayed in the sent e-mails or electronic communications. 

Hence, this descriptive material will not distinguish the claimed invention from the prior 
art in terms of Patentability. See In re Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). Such data content does not 
functionally relate to the method steps and the subjective interpretation of the data content does 
not patentably distinguish the claimed invention over the prior art (See also MPEP 2106.01 [R- 
5]). The latter findings are well within the level of skills of an ordinary practitioner. 



Therefore, an ordinary skilled artisan would have been motivated at the time of the 
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invention to incorporate the above disclosure into the marketing system of Deaton so as to 
employ the Deaton' s system at a health club facility and to generate and transmit specific 
promotional electronic messages, comprising text messages (including wellness tip, an interest 
survey and an offer for personal fitness instruction, welcoming message, etc.), to specifically 
targeted frequent or regular club members, infrequent or irregular club members, including low 
users and non-users (occasional users) and new members or new users (new customers) in an 
effort to encourage the infrequent customers and new customers to increase their attendance 
level at the health club facility and the frequent users to maintain their current level of 
participation at the facility, while providing a more substantial coupon, redeemable on a service 
or product offered at the facility, to the infrequent customers to encourage them to use the 
facility more often and a less substantial coupon, redeemable on a service or product offered at 
the same facility, to the frequent customers to thereby cause them to maintain their current level 
of activity or participation at the health club facility and while providing a less targeted and 
general coupon to the new users, redeemable on a service or product offered at the facility, in 
order to incentivize the new users to use the club or facility more often and increase their 
attendance level. 

As per claims 3, 4, 6-8, 10, 11, 14, 16, 19 and 20, Deaton does not disclose the specific 
limitations recited therein, such as including in the text message (product promotion) sent to the 
frequent or regular customers an indication of a level of attendance and a customized wellness 
tip, indicating in the text message transmitted to the infrequent or low users a level of attendance 
and an exercise motivation tip, indicating in the text message transmitted to the non-users 
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(occasional users) a level of attendance and a request to identity obstacles preventing more usage 
of the club, providing orientation to new members and transmitting in the text message sent to 
the new users basic fitness tips, notifying staff members of the non-users (occasional users) and 
contacting the non-users by telephone to encourage them to participate. 

However, the above claim limitations are commonly being practiced in the health club 
industry. For instance, it is customary for a health club to send an invitation to prospective users 
to come and try the club out for free for a limited period of time in an effort to recruit them as 
new members, while incentivizing existing members to continue patronizing the club and so on 
and so forth. Furthermore, before the so called "no-call list" registry, telemarketers, including 
those working on behalf of health clubs, used to contact potential members and existing 
members and offer them incentives to cause them to perform certain functions or tasks. 
Moreover, health clubs continue to advertise to non-members and existing members by mailing 
out marketing literature to their home addresses using one or more available or generated mailing 
lists. 

Additionally, the specific limitations recited in the claims are a matter of desires. In fact, 
two or more companies, implementing the present claimed invention, may choose different text 
messages or marketing literature to achieve the same objective- retaining and increasing 
membership. 

"Official Notice" 



Therefore, an ordinary skilled artisan, would have been motivated at the time of the 
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invention to incorporate the above disclosure into the marketing system of Deaton so as to 
employ the Deaton 5 s system at a health club and to generate and transmit different specific 
product (program) promotions (text messages) to specifically target potential club members or 
new users, frequent or regular club members and infrequent or irregular club members, including 
low users and non-users (occasional users), wherein the product promotions (including discount 
coupons) are periodically mailed, e-mailed to the different groups of users or existing members 
or the product promotions may be conveyed to the specific users during a telemarketing phone 
call and wherein the new users receive a discount coupon redeemable on a membership package, 
the infrequent members receive a discount coupon of a greater value redeemable on some other 
product or program available at the club and the frequent members receive a standard discount 
coupon for encouraging them to maintain their current level of attendance or participation, 
thereby enticing the potential members, regular and irregular club members to perform certain 
tasks, change their behavior or to act in a certain manner, while recruiting new club members and 
retaining existing members. 

Response To Applicant's Arguments 

Applicant's arguments with respect to the claims or at least to the independent claims 
have been fully considered, but are moot in view of the new grounds of rejection. In other words, 
Applicant's arguments are based on the newly amended claims and are fully addressed in the 
above Office Action. 

Furthermore, both the Deaton' s system and the present invention (system) deal with 
targeting customers or users by generating customized promotions to be sent or provided to the 
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customers based on whether the customers are categorized as infrequent customers (non-user 
members, low- user members) or frequent customers (regular customers). Both systems are also 
used to encourage the customers or users to increase their level of attendance or participation, 
which in the end augments the owners economic bottom-line. The fact that Deaton does not 
expressly teach using his system at a health club does not necessarily imply that his system, 
contrary to the Applicant's remarks, cannot be used in another marketing-based system, health 
club system, fee-based system etc. That is why Deaton renders the claimed invention obvious. 

Additionally, regarding the "Official Notice", the Examiner changes "new users" to 
"prospective users" or prospects to recite that the invitation is sent to prospective users or 
individuals who are not yet members as originally intended. Further, the Applicant's request, as 
featured in bold on the last page of the Applicant's response, to provide a written document in 
support of an "Official Notice", which was not explicitly outlined in the Office Action is being 
considered and respectfully denied. The Examiner also wants to remind the Applicant or the 
Attorney that the Inventor agrees with the Examiner that it is customary in the art for health club 
facilities to contact existing club members to at least ask them for their credit card numbers for 
the purpose of renewing their membership. 

Therefore, the Applicant's request for allowance or withdrawal of the last Office Action 
has been fully considered and respectfully denied in view of the foregoing response since the 
Applicant's arguments as herein presented are not plausible and thus, the current Office Action 
has been made Final. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US Patent 4, 831, 242 to Englehardt discloses a control system for a health club which 
stores user records including user activity data in order to monitor and control use of the club's 
facilities. A central controller includes a memory for storing the user records including 
attendance data and accounting data, and a main control which is responsive to the user record 
data for determining whether a user is authorized to use the club's facilities. The central 
controller is coupled to various club facilities and equipment such as a computerized scale to 
prevent use thereof if a user is not authorized. The central controller also stores user history data 
such as user weight data for the computerized scale to alleviate data storage problems. 

US Patent 5, 956, 693 to Geerlings discloses a computer system for providing automated 
merchant-to-customer communication. Each merchant customer is grouped into an initial 
grouping or entry segment, based on merchant definition of allocation filters. Merchant-defined 
triggers subsequently resegment customer groupings based on predefined criteria which includes 
any measurable behavioral patterns as provided by the merchant and stored in a data base. 
Resegmenting is continually or dynamically provided based on behavior (e.g., shopping activity) 
of customers. Predefined communication scheduling and/or merchant-defined events initiate 
execution of a working communication designed by the merchant. The triggers and events are 
merchant-specified sets of criteria based on demographics, psychographics, and customer 
shopping behavior. Further filtering of a group of target customers to a final recipient group 
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based on merchant specified criteria is provided by program filters. The present invention 
combination of allocators, triggers, filters, events and communication programs enable merchant 
communication of a desired message, to an appropriate recipient group, at a desired time, to be 
automated through computer means. 

USP 6,077, 193 A to Buhler discloses providing a system, which allows users to 
personally create his or her own individual exercise program using any existing type of exercise 
machine, such as treadmills, bicycles, stair-climbers, weight lifting and the like. The invention 
provides a point-based incentive program to encourage the user to stay with an exercise program. 
Each user is supplied a personal data "key" on which is stored the individual's fitness program 
and on which is stored the person's progress in reaching or maintaining his or her fitness goal. 
The system provides a continuing incentive to the user to continue his or her exercise program by 
awarding points for: (i) time the user is on the machine; (ii) time the person indicates their heart 
rate is at a level that will allow the person to achieve their fitness goal; and/or (iii) time the 
person's measured heart rate is at a level that will allow the person to achieve his fitness goal. 
Each users key is personal and transportable so that users who travel can use their personal data 
key at any facility worldwide that has the data collectors installed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication from the Examiner should be directed to 
Jean D. Janvier, whose telephone number is (571) 272-6719. The aforementioned can normally 
be reached Monday-Thursday from 10:00AM to 6:00 PM EST. If attempts to reach the Examiner 
by telephone are unsuccessful, the Examiner's Supervisor, Mr. Eric W. Stamber, can be reached 
at (571)272-6724. 

Non-Official- 571-273-6719. 
Official Draft : 571-273-8300 
12/6/06 
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